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DETAILED ACTION 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

2. The information disclosure statement (IDS) submitted on October 4, 2004 has 
been considered by the Examiner and made of record in the application file. 

Specification 

3. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Method and Apparatus for Wireless 
Communication between Devices." 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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5. Claims 7, 13, 16 and 17 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

6. The term "outside" in claims 7, 13, 16 and 17 is a relative term which renders 
the claim indefinite. The term "outside" is not defined by the claim, the specification 
does not provide a standard for ascertaining the requisite degree, and one of ordinary 
skill in the art would not be reasonably apprised of the scope of the invention. The term 
"outside" fails to particularly point out what the claimed "apparatus" is performing 
communication with. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 1-4, 6-10, 12, 13 and 15-17 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Noda (Pub # U.S. 2005/0015467 A1). 

Consider claims 1, 7 and 16, Noda clearly shows and discloses 



communication apparatus and method that allow setting for forming a wireless 
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link. A personal computer 1, reading on the claimed "second communication 
apparatus," includes a CPU (central processing unit) 11, which is connected to 
an input/output interface 15 via a bus 14, and furthermore, a ROM (read only 
memory) 12 and a RAM (random access memory) 13 are connected to the bus. 
An IC-card contactless communication unit 19 for detecting an IC card 2, reading 
on the claimed "communication apparatus," when it is placed in close proximity 
thereto and reading data from and writing data to the IC card, a wireless 
communication unit 20 for forming a wireless link and exchanging data with, for 
example, the access-point device 3, reading on the claimed "first communication 
apparatus," by a wireless communication function conforming to IEEE 802.1 1b, 
according to access-point information, local-network information, or the like that 
is set by the CPU, reading on the claimed "communication method for connecting 
a communication apparatus to a first apparatus and performing communication, 
comprising: a registration step of connecting said communication apparatus to a 
second apparatus," (abstract, paragraphs 52-53). The personal computer 1-1, 
reading on the claimed "second apparatus," starts processing when a user 
performs an operation for requesting that local-network information required for 
the personal computer 1-2, reading on the claimed "first apparatus," to form a 
wireless link with the personal computer be recorded in the IC card. When the 
user places the IC card in proximity to the IC-card contactless communication 
unit 19-1 of the personal computer, the IC-card contactless communication unit 
detects the IC card, and the IC-card contactless communication unit records the 
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local-network information required for the personal computer 1-2 to form a 
wireless link with the personal computer 1-1 in the IC card, reading on the 
claimed "registering setting information for said first apparatus in said 
communication apparatus via said second apparatus," (paragraphs 78 and 80). 
When the user places the IC card in proximity to the IC-card contactless 
communication unit 19-2 of the personal computer 1-2, the IC-card contactless 
communication unit detects the IC card, and determines whether local-network 
information is recorded in the IC card. If it is determined that local-network 
information is recorded in the IC card, the IC-card contactless communication 
unit reads the local-network information recorded in the IC card. The CPU 11-2 
sets network configuration of the wireless communication unit 20-2 according to 
the local-network information read by the IC-card contactless communication 
unit. Thus, a wireless LAN is formed between the personal computer 1-1 and the 
personal computer 1-2 in ad-hoc mode, reading on the claimed "an 
establishment step of connecting said communication apparatus where the 
setting information has been registered at said registration step to said first 
apparatus, and performing communication based on the setting information," 
(paragraphs 84 and 85). 

Consider claims 2 and 8, and as applied to claims 1 and 7, respectively, 
Noda further discloses that the predetermined wireless communication standard 
carried out by a first communication apparatus is IEEE 802.11b, reading on the 
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claimed "the setting information includes information relating to a wireless LAN," 
(paragraphs 10 and 11). 

Consider claims 3 and 9, and as applied to claims 2 and 8, respectively, 
Noda further discloses that the personal computer requires an SSID and a WEP 
KEY defined in IEEE 802.1 1b to be set before forming a wireless link with the 
access-point device, reading on the claimed "the setting information includes any 
of Service Set ID and Wireless Equivalent Privacy Key relating to wireless LAN 
communication," (abstract, paragraph 50). 

Consider claims 4 and 10, and as applied to claims 1 and 7, 
respectively, Noda further discloses that the setting information may include at 
least one of ID information, a password associated with the ID information, a user 
name, and a password associated with the user name, reading on the claimed 
"the setting information includes identification information of said first apparatus," 
(paragraph 15). 

Consider claims 6 and 12, and as applied to claims 1 and 7, 

respectively, Noda further discloses a first communication apparatus that 
includes wireless communication means for carrying out wireless communication 
with another electronic apparatus based on a predetermined wireless 
communication standard, reading means for reading the setting information, by 
contactless communication, from an information recording medium detected by a 
detection means, and setting means for adjusting setting of the wireless 
communication means according to the setting information read by the reading 
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means. Since the access-point device is capable of writing data to the IC card, it 
is possible to additionally record user information for forming a link with a 
wireless LAN that is formed via the access-point device, reading on the claimed 
"a reading step of reading the setting information from said communication 
apparatus by said first apparatus; and a second registration step of registering 
the setting information read at said reading step in said communication 
apparatus again, wherein at said establishment step, the communication is 
established in accordance with the setting information registered at said second 
registration step," (fig. 1, paragraphs 10 and 69). 

Consider claims 13 and 17, Noda clearly shows and discloses 
communication apparatus and method that allow setting for forming a wireless 
link. A personal computer, reading on the claimed "second communication 
apparatus," includes a CPU (central processing unit), which is connected to an 
input/output interface via a bus, and furthermore, a ROM (read only memory) and 
a RAM (random access memory) are connected to the bus. An IC-card 
contactless communication unit for detecting an IC card, reading on the claimed 
"communication apparatus," when it is placed in close proximity thereto and 
reading data from and writing data to the IC card, a wireless communication unit 
for forming a wireless link and exchanging data with, for example, the access- 
point device, reading on the claimed "first communication apparatus," by a 
wireless communication function conforming to IEEE 802.11b, according to 
access-point information, local-network information, or the like that is set by the 



Application/Control Number: 10/713,180 Page 8 

Art Unit: 2686 

CPU, reading on the claimed "first apparatus which performs communication with 
outside by being connected with a communication apparatus," (abstract, 
paragraphs 52-53). A first communication apparatus that includes wireless 
communication means for carrying out wireless communication with another 
electronic apparatus based on a predetermined wireless communication 
standard and reading means for reading the setting information, by contactless 
communication, from an information recording medium detected by a detection 
means. Since the access-point device is capable of writing data to the IC card, it 
is possible to additionally record user information for forming a link with a 
wireless LAN that is formed via the access-point device, reading on the claimed 
"reading means for reading setting information for said first apparatus registered 
in said communication apparatus by a second apparatus; and control means for 
controlling communication by said communication apparatus using the setting 
information read by said reading means," (fig. 1, paragraphs 10 and 69). 

Consider claim 15, and as applied to claim 13 above, respectively, 
Noda further discloses a first communication apparatus that includes wireless 
communication means for carrying out wireless communication with another 
electronic apparatus based on a predetermined wireless communication 
standard and setting means for adjusting setting of the wireless communication 
means according to the setting information read by the reading means. Since 
the access-point device is capable of writing data to the IC card, it is possible to 
additionally record user information for forming a link with a wireless LAN that is 
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formed via the access-point device, reading on the claimed "setting means for 
setting the setting information read by said reading means in said communication 
apparatus as setting information of a communication unit of said communication 
apparatus," (fig. 1, paragraphs 10 and 69). 



Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

11. Claims 5, 11 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Noda (Pub # U.S. 2005/0015467 A1), in view of Sato (Pub # U.S. 2003/0009541 
A1). 

Consider claims 5 and 11, and as applied to claims 1 and 10, 

respectively, Noda clearly shows and discloses the claimed invention except that 
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the setting information on the IC card is compared to information already stored 
on the second personal computer or access point. 

In the same field of endeavor, Sato clearly shows and discloses a network 
system that comprises a target device to be managed that is connected to a 
network, and a management device that manages the target device, reading on 
the claimed "first and second communication devices," wherein the management 
device enables the target device to establish communications over the network 
and includes a first integrated circuit (IC) card drive in which an IC card stores 
communication parameters for enabling the management device to manage the 
target device, and wherein the target device includes a second IC card drive for 
reading the communication parameters stored in the IC card to set the 
communication parameters that have been read. The network system uses the 
IC card as a relay to perform an initial setting of the communication parameters 
on the target device. This enables the communication parameters to be set only 
by insertion of the IC card into the target device, achieving a relatively easy 
setting operation, reading on the claimed "communication method and apparatus 
for connecting a communication apparatus to a first apparatus and performing 
communication, comprising: a registration step of connecting said communication 
apparatus to a second apparatus, and registering setting information for said first 
apparatus in said communication apparatus via said second apparatus," 
(paragraph 10). When a user of the management device 10 withdraws an IC 
card 50 from the IC card driver 20 of the management device, and carries and 
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inserts the IC card into the IC card driver 70 of the network apparatus 60, the 
controller 61 reads and sets some of the communication parameters stored in the 
IC card corresponding to the pertinent network apparatus. More specifically, the 
controller sets the communication parameters obtained through the IC card drive 
and the interface 66 on the storage part 65. The controller is required to identify 
the communication parameters on the pertinent network apparatus among those 
stored in the IC card. For example, if user ID and password pairs are stored in 
the IC card, the controller may invite a user of the network apparatus to enter 
his/her user ID/password pair, and set the identified communication parameters, 
reading on the claimed "comparison step of comparing the identification 
information registered at said registration step with identification information of 
said first apparatus previously set in said first apparatus, wherein at said 
establishment step, the communication is established in accordance with the 
result of comparison at said comparison step," (paragraphs 71-75). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate a step of verifying user ID 
and password as taught by Sato, in the system of Noda, in order to form a 
wireless link between two apparatuses in a wireless system. 

Consider claim 14, and as applied to claim 13 above, Noda further 
discloses a first communication apparatus that includes wireless communication 
means for carrying out wireless communication with another electronic apparatus 
based on a predetermined wireless communication standard, reading means for 
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reading the setting information, by contactless communication, from an 
information recording medium detected by a detection means, and setting means 
for adjusting setting of the wireless communication means according to the 
setting information read by the reading means, reading on the claimed "reading 
means reads the setting information," (fig. 1, paragraphs 10 and 69). 

However, Noda fails to disclose that the setting information on the IC card 
is compared to information already stored on the second personal computer or 
access point. 

In the same field of endeavor, Sato clearly shows and discloses a network 
system that comprises a target device to be managed that is connected to a 
network, and a management device that manages the target device, reading on 
the claimed "first and second communication devices," wherein the management 
device enables the target device to establish communications over the network 
and includes a first integrated circuit (IC) card drive in which an IC card stores 
communication parameters for enabling the management device to manage the 
target device, and wherein the target device includes a second IC card drive for 
reading the communication parameters stored in the IC card to set the 
communication parameters that have been read. The network system uses the 
IC card as a relay to perform an initial setting of the communication parameters 
on the target device. This enables the communication parameters to be set only 
by insertion of the IC card into the target device, achieving a relatively easy 
setting operation, reading on the claimed "communication method and apparatus 
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for connecting a communication apparatus to a first apparatus and performing 
communication, comprising: a registration step of connecting said communication 
apparatus to a second apparatus, and registering setting information for said first 
apparatus in said communication apparatus via said second apparatus," 
(paragraph 10). When a user of the management device withdraws an IC card 
from the IC card driver of the management device, and carries and inserts the IC 
card into the IC card driver of the network apparatus, the controller reads and 
sets some of the communication parameters stored in the IC card corresponding 
to the pertinent network apparatus. More specifically, the controller sets the 
communication parameters obtained through the IC card drive and the interface 
on the storage part. The controller is required to identify the communication 
parameters on the pertinent network apparatus among those stored in the IC 
card. For example, if user ID and password pairs are stored in the IC card, the 
controller may invite a user of the network apparatus to enter his/her user 
ID/password pair, and set the identified communication parameters, reading on 
the claimed "comparison step of comparing the identification information 
registered at said registration step with identification information of said first 
apparatus previously set in said first apparatus, wherein at said establishment 
step, the communication is established in accordance with the result of 
comparison at said comparison step," (paragraphs 71-75). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate a step of verifying user ID 
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and password as taught by Sato, in the system of Noda, in order to form a 



wireless link between two apparatuses in a wireless system. 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaime M. Holliday whose telephone number is (571) 
272-8618. The examiner can normally be reached on Monday through Friday 7:30am 
to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571) 272-4090. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




